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Transmitted herewith is a Replacement Brief in 3 copies in this appeal in the above identified 
application, in Response to a 12/07/04 Notice that the 10/05/04 Appeal Brief is deemed to be 
non-compliant. 

The Rules and Regulations that are directed to 37CFR1.192 are undergoing extensive revision. 
The portion of 37CFR1 . 1 92 directed to the Appeal Brief is understood to have been rewritten as 
section 41.37 and is published in the Federal Register pages 50006 and 50007, Vol.69,No.l55, 
8/12/04 ,and is further understood to be effective 9/13/04. A copy is provided in (ix) Evidence 
Appendix Section A. 

A pertinent revision point related to this appeal brief is that the terminology "issue" used 
heretofore has been replaced by the terminology "ground of rejection". This replacement brief 
follows the requirements of" 41.37". 

Transmitted herewith also is a proffered Deposit account debit Authorization for a hereby 
petitioned two month extension of the response time specified in said notice. It is appellants 
position that such an extension should not be necessary under these circumstances where there 
are changes in the rules, but the fee is here proffered if clerically determined, justified, and so 
asserted. 
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BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 

REPLACEMENT BRIEF ON APPEAL IN COMPLIANCE WITH 37CFR41.37 
IN RESPONSE TO THE 12/7/04 NOTICE OF NON-COMPLIANT APPEAL BRIEF 



In the appeal of the above identified application, the required items as specified in 37CFR41 .37 
on pages 50006 and 50007 of the Federal Register, Vol 69, No. 155, as paragraphs (c)(l)(i) 
through (c)(l)(x) in consecutive order are provided as follows. 

(i) Real party in interest 

The entire right title and interest in the above identified application is the property of 
International Business Machines Corporation of Armonk, N. Y. 

(ii) Related appeals and Interferences 
There are no related appeals and interferences. 



(iii) Status of claims 

Claims 10-12, here appealed, are all the elected claims in the application. They stand finally 
rejected in a 5/6/04 final rejection. A clean copy is provided in (viii) Claims Appendix. 

The status of all claims is as follows: 
Claim 1 cancelled 
Claim 2 cancelled 
Claim 3 cancelled 
Claim 4 cancelled 
ClaimS cancelled 
Claim 6 unelected 
Claim 7 unelected 
Claim 8 unelected 
Claim 9 unelected 

Claim 10 new claim - unamended - Independent -This claim is involved in this appeal 

Claim 1 1 new claim - unamended -Dependent on claim 10 - This claim is involved in this appeal 

Claim 12 new claim - unamended -Dependent on claim 10 - This claim is involved in this appeal 

( iv ) Status of Amendments 
Following the 8/5/04 Notice of Appeal there were a number of events that could have a bearing 
on the record. Portions of the documentation of the events are provided as Appendices 
attachments. 

The Rules and Regulations that are directed to the Appeal are undergoing extensive revision. 
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The Section of those regulations directed to the Appeal Brief are believed to have been 

rewritten as topic 41 .37 Appeal brief A major revision point related to this prosecution is that 

the terminology "issue" is replaced by the terminology "ground of rejection". 

Appellants' understanding is that the revisions have been published in the Federal Register pages 

50006 and 50007, Vol.69,No. 155,8/12/04, and are to be effective as of 9/13/04. 

Subsequent to the 8/5/04 Notice of Appeal, a 8/13/04 Communication after Final, a 9/3/04 

Advisory Action, and a 12/7/04 Notification of non-Compliance with 37CFR1. 192(c) contain 

dialog considered pertinent to this appeal. Copies are provided in the Appendices. 

The Evidence Appendix Sections are as follows. 

A copy of the Federal Register pages 50006 and 50007 is provided in (ix) Evidence Appendix 
Section "A". 

A copy of the drawings is provided in (ix) Evidence appendix Section "C". 

A copy of the text portion of an 8/13/04 communication after final is provided in (ix) 
Evidence appendix Section "D". 

A copy of the text portion of an 9/3/04 Advisory Action is provided in (ix) Evidence appendix 
Section "B". 

A copy of the text porton of a 12/7/04 Notification of non-Compliance with 37CFRL 192(c) is 
provided in (ix) Evidence appendix Section "E", and, 

A copy of the Table of Citations is provided in (ix) Evidence Appendix Section "F". 
All amendments directed to the merits are considered to have been entered. 
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( v ) Summary of claimed subject matter 



Through the invention , thin film field effect transistor devices with improved mobilities 
and current on/off ratios, are achieved. In the invention, an n-channel semiconducting film of a 
fused - ring tetracarboxylic diimide compound based on a perylene framework, is employed that 
exhibits a field effect electron mobility of the order of 0.6 cm / Vs, and provides device on/off 
ratios in the range of at least 10000. In the devices of the invention treatment of the contact 
electrodes as done heretofore in the art in order to obtain such high mobilities, is not required. 
The fused ring tetra carboxylic diimide compound based on a perylene framework 
semiconductor material possesses sufficient volatility that vapor phase processing techniques 
become available in manufacturing. 



In Appellants' specification and drawings the invention is illustrated and described in 
connection with Figures 1 ,2 and 3 wherein Figures 1 and 2 illustrate each of two types of field 
effect transistor contact type structures and where the location of the thin film of N,N" - di(n-lH, 
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lH-perfluoroctyl) perylene 3,4,9,10- tetracarboxylic acid diimide semiconductor material, 

labelled element 20, in each device will be located. In Figure 3 there is illustrated a 
diagrammatic depiction of the chemical structure of the element 20, the fiised-ring 
tetracarboxylic diimide compound based on a perylene framework of N,N M -di(n-lH, 
IH-perfluoroctyl) perylene 3,4,9,10- tetracarboxylic acid diimide semiconductor material. 

The invention structure is claimed through three "ex parte Jepson" type claims 10, 1 1 and 12. 

The process claiming has not been elected in this examination and is not involved. 



Claims 10, 1 1 and 12 read on the specification and drawings as follows. 

In Fig. 1 In Fig 2 

10. In the fabrication of organic thin film field effect semiconductor devices 
wherein there is an n-channel having 

source and drain contacts separated by said n-channel, 10, 12 

an improvement for producing high electron mobility in 

said n-channel without treatment of the interface between said contacts 10, 12 
and said organic thin film 20, 20 

characterized by, 

said organic thin film 20, 20 

being a compound with a N,N M -di(n-lH, lH-perfluoroctyl) 

perylene 3,4,9, 1 0- tetracarboxylic acid diimide structure. Fig.3 Fig 3 



In Fig. 1 In Fig. 2 

1 1 . The improvement of claim 10 wherein in said thin film field effect 
semiconductor devices there is a substrate 18 18 

with a gate electrode 14 1 4 

& 



that is covered by a gate dielectric, 16 16 

said source and drain electrodes 1 0 and 1 2 

is covered by a gate dielectric , 16 16 

are positioned in contact with said gate dielectric 16 16 

and aligned with said gate, and, 14 14 
said thin film field effect devices being characterized by 

having an organic thin film semiconductor member 20 20 
of a compound having an N,N"-di(n-lH, IH-perfluoroctyl) 

perylene 3,4,9, 1 0- tetracarboxylic acid diimide structure Fig. 3 Fig. 3 

extending over said source and drain electrodes 1 0 and 12 10 and 1 2 

and in contact with said gate dielectric. - 16 16 

In Fig. 1 In Fig. 2 

12.The improvement of claim 10 wherein in said thin film field effect semiconductor 

devices there is a substrate 18 18 

with a gate electrode 14 14 

that is covered by a gate dielectric, 16 16 
said devices being characterized by having an 

organic thin film semiconductor member 20 20 
of a compound having an N,N"-di(n-lH, IH-perfluoroctyl) 

perylene 3,4,9,10- tetracarboxylic acid diimide structure Fig. 3 Fig. 3 

positioned in contact with and extending over said gate dilectric, and, 16 16 

source and drain electrodes 10 and 12 10 and 12 

positioned in contact with said organic thin film semiconductor member 20 20 

and aligned with said gate. 14 14 



(vi)Grounds of rejection to be reviewed on appeal 

The following grounds of rejection and the following arguments related to those grounds have 
been developed from the prosecution record in the subject application including the combination 
of the rejections in the final rejection, the Communication after final located in the evidence 
appendix Section D, the advisory action located in the evidence appendix Section B, and the 
Notification of noncompliant appeal brief located in the evidence appendix Section E. 

Ground 1 . Whether the record supporting the final agency action meets the requirements of 
reasoned decision making as required by the administrative procedure act in the rejections of 
each of claims 10-12 while the specific limitations of thin film form of the perylene material is 
not present in the art that is being applied. 

Ground 2. Whether the record supporting the final agency action meets the requirements of 
reasoned decision making as required by the administrative procedure act in the assertion that 
Claim 10 is unpatentable over the Struijk et al together with the Katz et al references. 

Ground 3. Whether the record supporting the final agency action meets the requirements of 
reasoned decision making as required by the administrative procedure act in the assertion that 
Claim 1 1 is unpatentable over the Struijk et al, together with the Katz et al, and further in view of 
the Dodalapur, references. 

Ground 4. Whether the record supporting the final agency action meets the requirements of 
reasoned decision making as required by the administrative procedure act in the assertion that 
Claim 12 is unpatentable over the Struijk et al, together with the Katz et al, and further in view of 
the Dodalapur, references. 
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(vii) Argument 

Underlying the situation, with respect to all 4 grounds of rejection, is appellants position; as 
specified in the title and throught the specification, that the organic n-channel device structures of 
this invention, have - di(n-lH-perfluorocvWDpervlene 3A9J0-tetracarboxvlic acid diimide 
semiconductor material, and be in the form of a thin film, which limitations impart to the device 
structures the new mobility and turn-off improvement properties. Whereas, in contrast, the 
examiner in the prosecution, in essence appears be advancing an untrue position, that all of 
appellants'contribution can be inferred to be an admission of presence, in the art of record. 

Appellants' position is that the title specifies the invention as being for an ORGANIC 
N-CHANNEL SEMICONDUCTOR DEVICE OF N,N" 3,4,9, 10 PERYLENE 
TETRACARBOXYLIC DIIMIDE. 

The BRIEF DESCRIPTION OF THE DRAWINGS portion of the specification 
on page 2 states: 

"Figures 1 and 2 are cross sectional views of N,N'3,4,9,10 perylene tetracarboxylic 
diimide semiconductor material organic thin film transistors, wherein in Fig.l a bottom 
contact configuration is illustrated and in Fig. 2 a top contact configuration is illustrated. 
Figure 3 is a diagrammatic depiction of the chemical structure of a fused-ring 
tetracarboxylic diimide compound based on a perylene framework used in the 
thin film of the invention such as the N,N'3,4,9,10 perylene tetracarboxylic acid diimide 
that is illustrated." 

The thin film of semiconductor material is given the same reference numeral 20 in Figs.l & 2. 

A demand is advanced by the examiner in the prosecution as an objection to the 
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drawings that Figs 1 and 2 be each labelled "Prior Art" on an assertion that only that which is old 
is being described. In the final rejection there is reliance on " (See specification p 3 lines 3 - 
5.)", for support for the demand. 

It is and has been appellants' position that the content of those page 3 lines 3 - 5 are not the 
foil description of the invention. You have to read past the intended BRIEF DESCRIPTION OF 
THE DRAWINGS portion of the specification on page 2 to get to the part relied on by the 
examiner( page 3 lines 3-5 )and then those lines are only part of the narrative portion of the 
specification, they do not describe the invention and they are out of the context of the page 2 
description. The true invention description continues on the immediately following page in lines 
6-8. 

" An organic TFT is shown in Figs 1 & 2. The each TFT contains a source electrode 10, a drain 
electrode 12, a gate electrode 14, a gate dilectric 16, a substrate 18, and the semiconductor 
material of the invention, N,N'3,4,9,10 perlyene tetracarboxylic acid diimide, labelled element 

20." 

It is thus clear that the structures shown in Figs. 1 and 2 each also require a film of the perylene 
material depicted in Fig.3, so that to accede to the demand and to introduce a "prior art" label 
would produce an incorrect impression. 

It is emphatically appellants' position that the prior art labelling called for in the demand 
involves much more than a procedural matter, it goes to the heart of the invention that requires 
that the perylene semiconductor to be in thin film form, so that in all four grounds a vital 
distinguishing limitation has not been considered in the application of the references. 
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It is a well established principle of claim interpretation that all limitations must be given full 
consideration as exemplified by the holdings in such decisions as ( 1) In Re Geerdes, ( 2) Kropa 
v Robie & Malman and (3)Ex Parte Levengood. 

In each of the rejections of the three claims 10,1 1, and 12 the distinguishing limitations of 
having N.N' - difa-lH-perfluorocvM^pervlene 3,4,9. 10-tetracarboxvlic acid diimide 
semiconductor material, and that it be in the form of a thin film, are not given recognition, and 
further in the rejections of claims 1 1 and 12 the distinguishing limitation not given recognition 
includes the further requirement that the thin film semiconductor material be in contact with the 
gate dielectric. 

With respect to Grounds 1 - 4 on whether the record supporting the final rejection final 
agency administrative action, meets the requirements of reasoned decision making as required 
by the administrative procedure act it is well established that the findings of an administrative 
agency, of which the patent and trademark office is a part, are reviewable under the 
Adminstrative Procedure rules as established for an agency action in the ( 4. Dickenson v Zurko) 
decision and that that agency is expected to produce a record containing support for the action 
such that to a reviewing tribunal the reasoning that led to the decision is ascertainable as 
discussed in the decision (5. In Re Lee). The critical missing element in the record is that there is 
no guidance to the reviewer of the record as to how the decision was arrived at and whether 
the critical elements were reflected in the reasoning. 

In view of the above, in appellate review focus is respectfully urged, to consider that when the 

distinguishing limitations not heretofore considered are taken into consideration, the 
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teaching of the references in the rejections will be viewed as not teaching appellants' invention 
and the benefits acquired justifies patentability of appellants claims 10,1 1 and 12. 

Respectfully submitted, 



Alvin J. Riddles 
Reg. No. 17862 
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] Item (viii) Claims appendix Claims 1 of 2 

1 10. In the fabrication of organic thin film field effect semiconductor devices wherein there 

2 is an n-channel having source and drain contacts separated by said n-channel, 

3 an improvement for producing high electron mobility in said n-channel without treatment 

4 of the interface between said contacts and said organic thin film characterized by, 

5 said organic thin film being a compound with a N,N"-di(n-lH, lH-perfluoroctyl) 

6 perylene 3,4,9,10- tetracarboxylic acid diimide structure. 

1 11. The improvement of claim 1 0 wherein in said thin film field effect semiconductor 

2 devices there is a substrate with a gate electrode that is covered by a gate dielectric, 

3 said source and drain electrodes are positioned in contact with said gate dielectric and 

4 aligned with said gate, and, said thin film field effect devices being 

5 characterized by having an organic thin film semiconductor member of a compound having an 

6 N,N"-di(n-lH, lH-perfluoroctyl) perylene 3,4,9,10- tetracarboxylic acid diimide structure 

7 extending over said source and drain electrodes and in contact with said gate dielectric. 



Item (viii) Claims appendix Claims 

1 12 The improvement of claim 10 wherein in said thin film field effect semiconductor 

2 devices there is a substrate with a gate electrode that is covered by a gate dielectric, 

3 said devices being characterized by having an organic thin film semiconductor member of a 

4 compound having an N,N"-di(n-lH, lH-perfluoroctyl)perylene 3,4,9,10- tetracarboxylic 

5 acid diimide structure positioned in contact with and extending over said gate dielectric, and, 

6 source and drain electrodes positioned in contact with said organic thin film semiconductor 

7 member and aligned with said gate. 



( ix) Evidence Appendix Section h 
80006 Federal Beriflter/Vol. 69, No- 155/Thuraday, AuUt 12, 2004/Rules and RBS^ttgg^ 
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jc) An appeal, when taken, must be 
taken from the rejection of all claims 
under rejection which the Applicant or 
ownsr proposes to contest. Questions 
relating to matters not affecting the 
merits of the invention may be reauired 
to he settled before an appeal can be 
considered. m 

(d) The time periods set forth in 
paragraphs (a)(1) through (a)(3) of this 
section are extendable under the 
provisions of § 1.136 of this title for 
patent applications and § 1.880(c) of this 
title for ex parte reexamination 
proceedings. 

§ 41 .33 Amendments and affidavits or 
other evidence alter appoal. 

(a) Amendments filed after the date of 
filing an appeal pursuant to § 41.31(a)(1) 
through (a)(3) and prior to the date a 
brief is filed pursuant to § 41.37 mav be 
admitted as provided In § 1 .1 16 of this 

title. . 

(b) Amendments filed on or after the 
date of filing a brief pursuant to § 41.37 
may be admitted: 

(1) To cancel claims, where such 
cancellation does not affect the scope of 
any other pending claim in the 
proceeding* or 

. (2) To rewrite dependent claims into 
independent form. 

(c) All other amendments filed after 
the date of filing an appeal pursuant to 
§41.31(a)(l)through(aM3)will not be 
admitted except as permitted by 
§§41.39(b)(l), 41.50(a)(2)(i), 41.50(b)(1) 
and 41.50(c). 

(d) (1) An affidavit or other evidence 
filed after the date of filing an appeal 
pursuant to § 41.31(a)(1) through (a)(3) 
and prior to the date of filing a brief 
pursuant to § 41.37 may be admitted if 
the examiner determines that the 
affidavit or other evidence overcomes 
all rejections under appeal and that a 
showing of good and sufficient reasons 
why the affidavit or other evidence is 
necessary and was not earlier presented 
has been made. 

(2) All other affidavits or other 
evidence filed after the date of filing an 
appeal pursuant to §41.3l(a)(l) through 
(a)(3) will not be admitted except as 
permitted by §§ 41.39(b)(1), 
41.50(a)(2)(i) and 41.50(b)(1). 

§ 41 .35 Jurisdiction over appeal. 

(a) Jurisdiction over the proceeding 
posses to the Board upon transmittal of 
the fll»r Including all briefs and 
examiner's answers, to the Board. 

(b) If, after receipt and review of the 
proceeding, the Board determines that 
the file is not complete or is not in 
compliance with the requirements of 
this subpart, the Board may relinquish 
jurisdiction to the examiner or take 



other appropriate action to per nit 
completion of the file. ' 

(of Prior to the entry of a 
the appeal by the Board, the 
may sua sponte order the prt 
remanded to the examiner. 

§41.97 Appeal brief, 

(a)(1) Appellant must file 
under this section within tw« 
from the date of filing the no 



sion on 
irector 
ding 





appeal under §41.31. . 

(2) The brief must be accorhpi inied by 
the foe set forth in § 4l.20(b)(fe). 

(b) On failure to file the bribf, 
accompanied by the requisite! fe *. 
within the period specified id p iragraph 
(a) of this section, the appoal ^riji stand 
dismissed. 

(c) (1) The brief shall contain t te 
following items under approdric te 
headings and in the order indicated in 
paragraphs (c)(l)(i) through (oJ(l|)(x) of 
this section, except that a brie 
an appellant who is not repre 
a registered practitioner need 
substantially comply with par 
(c)(l)(i) through (c)(l)(iv) and 
through (c)(l)lx) of this sectio 

(i) Real parly in interest A i 
identifying by name the real p 
interest. t 1 

(il) Related appeals and mtmerences, 
A statement identifying by apdllt ation, 
potent, appeal or interference ji lui fiber 
all other prior and pending apj m Is, 
interferences or judicial procei di iga 
known to appellant, the appell ml *s 
legal representative, or ossigne i v hich 
may be related to, directly affet t dr be 
directly affected by or have a b tar ng on 
the Board's decision in the pen ill g 
appeal. Copies of any decision* 
rendered by a court or the Boar 1 1 1 any 
proceeding identified under thi i 
paragraph must he included in m 
appendix as required by paragfl pi i 
(c)(l)(x) of this section. 

(Hi) Status of claims. A stated lbi t of 
the status of all the claims in th i 
proceeding [eg., rejected r allow id or 
confirmed, withdrawn, objected to 
canceled) and an identification >f \ hose 
claims that are being appealed, 

(iv) Status of amendments. A 
statement of the status of any 
amendment filed subsequent to inil 
rejection. 

(v) Summary of claimed subje it 
matter. A concise explanation oi th a 
subject matter defined in each of th a 
independent claims involved in hi 
appeal, which shall refer to the 
specification by page and line ni ml >er, 
and to the drawing, if any, by ref we ace 
characters. For each independen cfeim 
involved in the appeal and for eebh 
dependent claim argued separate y J 
under the provisions of paragrap] i 



(c)(l)(vii) of this section, every means 
plus function and step plus function as 
permitted by 33 U.S.C. 112, sixth 
paragraph, must be identified and the 
structure, material, or acts described in 
the specification as corresponding to 
each claimed function must be set forth 
with reference to the specification by 
page and line number, and to the 
drawing, if any, by reference characters. 

(vi) Grounds of rejection to he 
reviewed on appeal A concise 
statement of each ground of rejection 
presented for review. 

(vii) Argument The contentions of 
appellant with respect to each ground of 
rejection presented for review in 
paragraph (c)(l)(vt) of this section, and 
the basis therefor, with citations of dm 
statutes, regulations, authorities, and 
parts of the record relied on. Any 
arguments or authorities not included in 
the briefer a reply brief filed pursuant 
to §41,41 will bo refused consideration 
by the Board, unless good cause is 
shown. Each ground of rejection must 
be treated under a separate heading. For 
each ground of rejection applying to two 
or mora claims, the claims may be 
argued separately or as a group. When 
multiple claims subject to the same 
ground of rejection ore argued as a 
group by appellant, the Board may 
select a single claim from the group of 
claims that are argued together to decide 
the appeal with respect to the group of 
claims as to the ground of rejection on 
the basis of the selected claim alone. 
NoUvithstonding any other provision of 
this paragraph, the failure of appellant 
to separately argue claims which 
appellant has grouped together shall 
constitute a waiver of any argument that 
the Board must consider the 
patentability of any grouped claim 
separately. Any claim asgued separately 
should be placed under a subheading 
identifying the claim by number. Claims 
argued as a group should be placed 
under a subheading Identifying the 
claims by number. A statement which 
merely points out what a claim recites 
will not be considered an argument for 
separate patentability of the claim. 

fviii] Claims appendix. An appendix 
containing a copy of the claims mvolved 

^(ix) ^dence appendix. An appendix 
containing copies of any evidence 
submitted pursuant to §§1.130, 1.131, 
or l.l 32 of this title or of any other 
evidence entered by the examiner and 
relied upon by appellant in the appeal, 
along with o statement setting forth 
where in the record that evidence was 
entered in the record by the examiner. 
Reference to unentered evidence is not 
permitted In the brief. See § 41.33 for 
treatment of evidence submitted after 



appeaL This appendix may also include 
copies of the evidence relied upon by 
the examiner as to grounds of rejection 
to be reviewed on appeal. 

(x) Mated proceedings appendix. An 
appendix containing copies of decisions 
rendered by a court or the Board in any 
proceeding identified pursuant to 
Paragraph (c)(l)(ii) of this section. 
P (Ta brief shall not include any new 
or non-admitted amendment or any 
new or non-admitted affidavit or other 
evidence. See § 1.11ft of this title for 
amendments, affidavits or other 
evidence filed after final action but 
before or on the same date of filing an 
appeal and § 41.33 for intendments, 
affidavits or other evidence filed after 
the date of filing the appeal. 

(d) If a brief is filed which does not 
comply with all the requirements of 
paragraph (c) of this section, appellant 
will be notified of the reasons for non- 
compliance and given a time period 
within which to ftis an amended brief. 
If appellant does not file an amended 
brief within the set time period, or files 
an amended brief which does not 
overcome all the reasons for non- 
compliance stated in the notification, 
the appeal will stand dismissed. 

(e) TOe time periods set forth in this 
section are extendable under the 
provisions of § 1.136 of this title for 
patent applications and § 1.550(c) of this 
title for ex parte reexamination 
proceedings. 



941.39 BKarotnor'a answer. 

(a)(1) The primary examiner may, 
within such time as may be directed by 
the Director, furnish a written answer to 
the appeal brief including such 
explanation of the invention claimed 
and of the references relied upon and 
grounds of rejection as may be 
necessary, supplying a copy to 
appellant. If the primary examiner 
determines that the appeal does not 
comply with the provisions ot §§4i.di 
and 41.37 or does not relate to an 
appealable action, the primary examiner 
shall make such determination of 
record. 

(2) An examiner's answer may 
include a new ground of rejection. 

(b) If an examiner's answer contains b 
rejection designated as a new ground ot 
rejection, appellant must within two 
months from the date of theexaminer s 
answer exercise one of the following 
two options to avoid sua sponte 
dismissal of the appeal as to the claims 
subject to the new ground of rojection: 

(1) fleopsn prosecution. Request mat 
prosecution be reopened before the 
primary examiner by filing a reply 
under §1.111 of this title with or 
without amendment or submission ot 



affidavits (§8 l.t» "31 or i.t 
this title) or other evidence. / at 
amendment or submission of affidavits 
or other evidence must be rei rvdnt to 
the new ground of rejection, i l i+quest 
that complies with this paragi arfh will 
be entered and the applicatioi \ i* the 
patent under ex parte reexam najuon 
will be reconsidered by the eo anhiner 
under the provisions of § 1 .1 1 1 c f this 
title. Any request that prosed tic n be 
reopened under this paragrap \ v nil be 
treated as a request to withdw w the 

^?2)Mamtain appeal Requet 1 1 lat the 
appeal be maintained by fllinj a reply 
brief as set forth in § 41.41. Stth a r eply 
brief must address each new g roi ind of 
rejection as set forth in §41.37(c;(l)(vii) 
end should follow the other I 
requirements of a brief as set i irth m 
§41.37(c). A reply brief may n >t be 
accompanied by any amendm nft. 
affidavit (§§1.130. 1.131 or 1.132 of this 
title) or other evidence. If a re^ ly brief 
filed pursuant to this section h 
accompanied by any amendment 
affidavit or other evidence, it 6 tin 1 be 
treated as a request that proset at- on be 
reopened before the primary e: earner 
under paragraph (b)(1) of tins t ec W 

(c) ^tensions of time under § 1136(a) 
of this title for patent applicati m i are 
not applicable to the time porK cV let 
forth In this section. See §1.13 i(c ) of 
this title for extensions of time to reply 
for patent applications and § 1 J 55 )(c) ot 
this title for extensions of time to reply 
for ex parte reexamination proi ee lings. 



§41,41 Reply brtet 



(a)(1) Appellant may Ble a re jl} oriel 
to an examiner's answer withir Xv o 
months from the dale of the exi m ner s 

"tfj A reply brief shall not inc]u< e any 
new or non-admitted amendment, or 
anv now or non-admitted affidavit or 
other evidence. See § 1.116 oft! is title 
for amendments, affidavits or o he r 
evidence filed after final action du i 
before or on the same date of fil ng an 
appeal and § 41.33 for amendmi in* *, 
affidavits or other evidence file* I a ter 
the date of filing the appeal. 

(b) A reply brief that is not in 
compliance with paragraph (a) ( f t lis 
section will not be considered. 
Appellant will be notified if a r< pi i 
brief is not in compliance with 
paragraph (a) of this section. 

^Extensions of time under §1. 36(a) 
of this title for patent application is ire 
not applicable to the time perioc sit 
forth in this section. See § 1.1361 b) of 
this title for extensions of time t > » >ply 
for patent applications and § 1 .5 »0(lc) of 
this title for extensions of time to riply 
for ex parte reexaminaUon proce sdings. 



§ 41 .43 Examiner's response to reply brief. 

(a) (1) After receipt of a reply brief in 
compliance with §41.41. the primary 
examiner must acknowledge receipt and 
entry of the reply brief. In addition, the 
primary examiner may withdraw the 
final rejection and reopen prosecution 
or may furnish a supplemental 
examiner's answer responding to any 
new issue raised In the reply brief. 

(2) A supplemental examiner's answer 
responding to a reply brief may not 
include a new ground of rejection. 

(b) If a supplemental examiner's 
answer is furnished by the examiner, 
appellant may file another reply brief 
under § 41*41 to any supplemental 
examiner's answer within two months 
from the date of the supplemental 
examiner's answer. 

(c) Extensions of time under § 1.1 3oW 
of this title for patent appiicafions are 
not applicable to the time period set 
forth In tliis section. See § 1.136(b) of 
this title for extensions of time to reply 
for patent applications and § 1.550(c) of 
this title for extensions of time to reply 
for ex parte reexamination proceedings. 

§41.47 Orel hearing. 

(a) An oral hearing should be 
requested only in those circumstances 
in which appellant considers such a 
hearing necessary or desirable for a 
proper presentation of the appeal. An 
appeal decided on the briefe without an 
oral hearing will receive the same 
consideration by the Board as appeals 
decided after an oral hearing. 

(b) If appellant desires an oral 
hearing, appellant must 1 Sic [.as a 
separate paper captioned "REQUEST 
FOR ORAL HEARING/' a written 
request for such hearing accompanied 
by the fee set forth in § 41.20(b)]3) 
within two months from the date of the 
examiner's answer or supplemental 
examiner's answer. 

(c) If no request and fee for oral 
hearing have been timely filed by 
ajpollant as required by paragraph (b) of 
^ section, the appeal will be ass taped 
for consideration and decision on tfte 
briefs without an oral hiring. . 

(d) If appellant has complied with all 
the requirements otfrn^^Mj^ 
section, a date for the oral hearing will 
be set, and due notice thereof given to 
appellant. If an oral hearing is held, an 
oral argument may be presented by, or 
on behalf of, the primary axa miner if 
considered desirable by oUaerthe 
primary examiner or the Boarrt. A 
nearing will be held as stated in the 
notice, and oral argument will 
ordinarily be limited to twenty rmtou tes 
to appellant and fifteen minutes for the 
primary examiner unless otherwise 
ordered. 
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1.1 



A Notice of Appeal was filed on QSJmtMJSM- Appellant's Brief must be filed within the period set forth In 
37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(di), to avoid dismissal of the appeal. 



2.Q The proposed amendments) will not be entered because: 

(a) □ they raise hew Issues that would require further consideration and/or search (see NOTE below); 
<b)D they raise the Issue of new matter (see Note below); 

(c) □ they are not deemed to place the application In better fi|>rm for appeal by materially reducing or simplifying the 

Issues for jappeal; and/or 

(d) □ they present additional claims without canceling a corrtsspondlng number of finally rejected claims. 

NOTE: 



3.Q Applicant's reply has overcome the following rejections): . 

4.0 Newly proposal or amended clalm(s) would he allowable If submitted In a separate, timely filed amendment 

canceling the non-allowable clalm(s). 

5. H The a)Q affidavit, b)0 exhibit, or c0 request for reconsideration has been considered but does NOT place the 

application In (condition tor allowance because: §b&J3boWu USH&tmt- 

6. D The affidavit or exhibit wHi NOT be considered because It Is not directed SOLELY to issues which were newly 

raised by the Examiner In the final rejection. 

7. Q For purposes of Appeal, the proposed amendment(s) a)0 vrtll not be entered or b)Q will be entered and an 

explanation of how the new or amended claims would be rejected Is provided below or appended. 

The status of the clalm(s) Is (or will be) as follows: 
Claim(s) allowed: osm 
Clalm(s) obje^ad to: agog. 

Clalm(s) rejected: ]£rJ£. 
Clalm(s) wlthdjrawn ftom consideration: &fi- 

8. D The drawing correction filed on is ad approved or b)D disapproved by the Examiner. 

Note the attached Information Disclosure Statement(s)( PT9-1449) Paper No(s). 
10.D Other: 
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Express Mail Label No.ER 809692946 US 
Date of Deposit 8/13/04 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In Re. Appn. Ser. No. 10/014,766 : Art Unit 2813 

Filed 12/11/01 : Exr. E.J. Keilin 

Inventors: Dimitrakopoulos et al : Atty Dkt. YOR920010283US2 

For: ORGANIC N-CHANNEL SEMICONDUCTOR DEVICE OF 
N,N" 3,4,9,10 PERYLENE TETRACARBOXYLIC DIIMIDE 

COMMUNICATION UNDER 37CFR1 .1 16 
EXPEDITED PROCEDURE 

Mailstop AF 

Commissioner For Patents 
P.O. Box 1450 
Alexandria, Va. 22313-1450 

Sir: 

The above identified application is under an 8/5/04 Appeal, Brief due 10/5/04. This 
communication is in response to the assertions in a 5/6/04 Final rejection, and provides 
supporting facts not addressed in 1he Final rejection that should place the application in condition 
for allowance or in the alternative in better form for resolution of the correct facts pertaining to 
the invention in the appeal. 

This invention involves a thin film organic N,N"-di(n-lH, lH-perfiuoroctyl) perylene 
3,4,9,10- tetracarboxylic acid diimide semiconductor material located at a different place in each 
of top and bottom contact complementary thin film transistor structures that imparts the device 
improvement properties to each type of transistor structure of better mobility and on/off ratio. 

1 



In Appellants'specification and drawings the invention is illustrated and described in 
connection with Figures 1 A and 3 where Figures 1 and 2 illustrate each of the two types of 
transistor contact position devices and the location of the thin film of the material of the 
invention, labelled element 20, in each device, and where, in Figure 3 the material of the 
invention N,N"-di(n-lH, lH-perfluoroctyl) perylene 3,4,9,10- tetracarboxylic acid diimide is 
illustrated. 

The invention structure is claimed through three "ex parte Jepson" type claims 10, 1 1 and 12. 
The process claiming has not been elected in this examination and is not involved. 
Claims 10, 1 1 and 12 read on the specification and drawings as follows. 

In Fig. 1 In Fig 2 

10. In the fabrication of organic thin film field effect semiconductor devices 
wherein there is an n-channel having 

source and drain contacts separated by said n-channel, 10, \2 

an improvement for producing high electron mobility in 

said n-channel without treatment of the interface between said contacts 10, 12 
and said organic thin film 20 2 o 

characterized by, 

said organic thin film 20 20 

being a compound with a N,N"-di(n-lH, lH-perfluoroctyl) 

perylene 3,4,9, 1 0- tetracarboxylic acid diimide structure. Fig.3 Fig 3 

In Fig. 1 In Fig. 2 

1 1 . The improvement of claim 10 wherein in said thin film field effect 
semiconductor devices there is a substrate \ g j g 

with a gate electrode 14 14 

that is covered by a gate dielectric, 16 j 6 

said source and drain electrodes 10 and 12 10 and 12 

2 



are positioned in contact with said gate dielectric 
and aligned with said gate, and, 
said thin film field effect devices being ch< racterized by 
having an organic thin film semiconductor member 
of a compound having an N,N*'-di(n-lH, I K- perfluoroctyl) 
perylene 3,4,9,10- tetracarboxylic acid dihaite structure 
extending over said source and dram elect o< les 
and in contact with said gate dielectric. 



16 
14 

20 

Fig. 3 
10 and 12 
16 



16 
14 

20 

Fig. 3 
10 and 12 
16 



12. The improvement of claim 10 wherein 
in said thin film field effect semiconductdr devices 
there is a substrate 
with a gate electrode 
that is covered by a gate dielectric , 
said devices being characterized by havhig 



of a compound having an N,N"-di(n-lH. 



perylene 3,4,9,10- tetracarboxylic acid d is ride structure 
positioned in contact with and extending o|»rer said gate dielectric, and, 
source and drain electrodes 

positioned in contact with said organic tjuji film semiconductor member 
and aligned with said gate. 



i-perfluoroctyl) 



an 



In Fig.1 
18 
14 
16 

20 



Fig, 3 
16 

10 and 12 
20 
14 



In Fig 2 
18 
14 
16 

20 

Fig. 3 
16 

10 and 12 
20 
14 



In the examination an assumption ap pears to have been made mat the claimed invention is 

something other than as described above. 

With respect to the5/6V04 final rejection OjffJce Action. 

A demand stands advanced, as an obj© rti rat to the drawings, that Figs 1 and 2 be each labelled 

- Prior Art - on an assumption that, art? that which is old, is illustrated. The demand is 

accompanied by assertions that drawing corrections must immediately be made to avoid 

abandonment, and that they will not be he Id in abeyance. 

It is appellants' position that the clait led structures of Figs. 1 and 2 each require a film of the 

material depicted in Fig. 3 to describe the mvention so that to introduce a prior art label would 

produce an incorrect impression. This is xmsidered to be a substantive matter. 

In this appeal it will be an appellai its ' issue that that demand is based on an assumption 

originating from an "out of context" quotation from the specification that is inconsistent with the 

invention explanation. 

The reasoning is as follows. 

In die final rejection there is reliance on, *( See specification p 3 lines 3 - 5.)", as support 

Those lines 3 -5, describing Figs 1 and 2 ^ re out of the context of the specification. They are part 

of the narrative DESCRIPTION OF THE INVENTION portion of the specification. 

In contrast the intended BRIEF DESCR1 1 1ON OF THE DRAWINGS section on page 2 states: 
" Figures 1 and 2 are cross sectional riows of NJM* 3,4,9,10 perylene tetracarboxylic 
diimide semiconductor material organic thin film transistors, wherein in Fig. 1 
a bottom contact configuration is illu stiated and in Fig. 2 a top contact configuration is 
illustrated. 

Figure 3 is a diagrammatic depiction of the chemical structure of a fused-ring 
tetracarboxylic diimide compound I as ed on a perylene framework used in the 
thin film of the invention such as ttje pj,N' 3,4,9,10 perylene tetracarboxylic acid diimide 
that is illustrated. 

It is submitted the better description of a drawing element would be in the portion of the 



specification whose function is to describe jhf drawings so that to label Figs. 1 &2 as being prior 
art is to produce an incorrect description. 

1 5/6/04 final action. 

In the rejection of Claim 10, on the Jltiiiijk reference in view of the Katz reference, much 
more structure is asserted as meeting appellants' claim limitations than appears to be in the 
teaching of the reference and particularity i a the figure and paragraphs listed in the rejection. It is 
submitted that the Stnujk reference speiJci so broadly that such meeting of appellants claim 
limitations is viewed as unlikely. The disc us sions involving me interpretation of a claim as being 
a product by process are rendered moot b> the ex Parte Jepson claim format which is much more 
direct. The paragraph on page 3 that is relied on in the APA assertion is the same out of context 
one discussed above concerning the objec io a to the drawings. 

In the rejection of claims 11 andl2 on Struijk in view of Katz and Dodalapur appellant is 
unable to find teaching specific to the lim tations asserted to be taught. 

In view of the above ft is i^etffully ur^ed that serious consideration be given to the fact that 
when the art is viewed in the light of the cl aim language the claims patently distinguish over the 
art by the combined requirements of contect location, the location of the film and the specific 
composition of the film and thereby describe a patentable invention and a valuable contribution 
to the art. 



The application is considered to be in ca id ition 



for allowance. 
Respectfully submitted, 




Alvin J. Riddles 
Reg.No. 17862 
914946-2249 
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Notification of Non-Compliance with 37 CFR 1.192(c) 



Pai(ofPap«8fNo,2004i202 



Page 2 

Application/Control Number; 10/014,766 
Art Unit: 2813 

In support of item 5 on form PTOL-462, Notice of Non-Compliance with 37 CFR 
1.192(c), MPEP 1206 under the section entitled, "Appeal Brief Content" states, 

"to Issues A concise statement of the issues presented for review^ Each 
sEueluldcon-espondtoasep^ 
appellant wishes the Board of Patent Appeals and Interferences to 
review. While the statement of the issues must be concise, t should not 
be so concise as to omit the basis of each issue. For example, toe 
statement of an issue as "Whether claims 1 and 2 are unpatentable 
would not comply with 37 CFR 1.192(c)(6) Rather, teb» £*e 
aUeged unpatentability would have to be stated, c.g., Whether claims l 
and* are unpatentable under 35 U.S.C. 103 over talk , view of 
Jones " or "Whether claims 1 and 2 are unpatentable under 35 U.b.u 
1 12, first paragraph, as being based on a nonenab hng disclosure. 1 tie 
statement would be limited to the issues presented, and should not 
include any argument concerning the merits of those issues. 

With the above in mind, the issues presented on p. 5 of the Brief do not comply because they are 
not a concise statement of the issues. For additional example, if Appellant challenges the status 
of instant Figs. 1 and 2 as prior art, then the issues should so state. A statement such as, 
"Whether or not Figs. I and 2 constitute prior art based upon the evidence of record" would be a 

concise statement of the issue. 

In support of item 7 on form PTOL-462, Notice of Non-Compliance with 37 CFR 
1 .192(c), the issues presented on page 6 are not separately addressed nor is each issue presented 

under separate heading. 

In further support of item 9 on form PTOL-462, Notice of Non-Compliance with 37 CFR 
1.192(c), the brief does not contain, for each rejection under 35 U.S.C. 103, an argument which 
specifies the errors in the rejection and, if appropriate, the specific limitations in the rejected 
claims which are not described in the prior ait relied upon in the rejection, and an explanation 
how such limitations render the claimed subject matter unobvious over the prior art. If the 



Page 3 

Application/Control Number: 10/014,766 
Art Unit: 2813 

rejection is based upon a combination of references, the argument must^ 

references, taken as a whole do not suggest the claimed subject matter, and shall include, as may 

be appropriate, an explanation of why features disclosed in one reference may not be properly 

combined with features disclosed in another reference. A general argument that all the 

limitations are not described in a single reference does not satisfy the requirements of .37 CFR 

1.192(c)(8)(iv). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Erik Kielin whose telephone number is 571-272-1693. The 
examiner can normally be reached on 9:00 - 19:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Whitehead, Jr. can be reached on 571-272-1702. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




A«A> 
Erik Kielin 
Primary Examiner 
December 2, 2004 
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